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Listed on accompanying Form PTO-1449 are documents that may be considered 
material to the examination of this application, in compliance with the duty of disclosure 
requirements of 37 C.F.R. §§ 1.56, 1.97 and 1.98. The numbering on this Ninth 
Supplemental Information Disclosure Statement is a continuation of the numbering in 
Applicants' Eighth Supplemental Information Disclosure Statement filed herewith in 
connection with the above-captioned application. All documents were cited and submitted 
to the Office in Application No. 09/220,330, filed December 24, 1998. 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is not 
in issue. Applicants have listed publication dates on the attached PTO-1449 based on 
information presently available to the undersigned. However, the listed publication dates 
should not be construed as an admission that the information was actually published on the 
date indicated. 



Sir: 
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Applicants reserve the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may not 
be prior art, and/or to prove that this information may not be enabling for the teachings 
purportedly offered. This statement should not be construed as a representation that a search 
has been made, or that information more material to the examination of the present patent 
application does not exist. 

Consideration of the cited documents and making the same of record in the 
prosecution of the above-identified application is respectfully requested. 

Applicants note that document ATI 05 ("Clontech's Motion for Partial Summary 
Judgement of Invalidity (Claim Indefiniteness)") was filed by defendant Clontech together 
with a memorandum and a motion to file under seal the memorandum. In view of this 
motion, a copy of the memorandum is not being submitted herewith. The following 
summarizes Clontech's position as set forth in its memorandum. 

Clontech alleges that the claims of U.S. Patent 6,063,608 ("the '608 patent") that 
recite "as shown in Fig. 5" are perse indefinite under 35 U.S.C. § 1 12, second paragraph, 
because the '608 patent contains Figs. 5 A and 5B, but no Fig. 5. 

Clontech alleges that interpreting the term u Fig. 5" to mean Figs. 5A and/or 5B 
renders the claims invalid, as Fig. 5B purports to be a representation of a gel assay of the 
wild type enzyme. According to Clontech, since the wild type enzyme is by definition prior 
art, if the claims cover Fig. 5B, they are anticipated. 

Clontech also alleges that Fig. 5A is a composite from at least three sources. Dr. 
Gerard has testified that he would need to look at the original data in order to confirm 
whether the gel depicted in Fig. 5 A is a composite. Further, Clontech alleges that Counsel 
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for Invitrogen Corporation (the Patent Owner) has confirmed that the original data has been 
lost. Clontech contents that these allegations require that the teaching of Fig. 5 A is per se 
indefinite. 

This Ninth Supplemental Information Disclosure Statement is being filed before the 
mailing date of a first Office Action on the merits. Thus, no statement or fee is required. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee 
deficiency, or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 



Robert W. Esmond 
Attorney for Applicants 
Registration No. 32,893 




1 100 New York Avenue, N.W. 
Suite 600 

Washington, D.C. 20005-3934 
(202) 371-2600 
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